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DETAILED ACTION 

Claim Rejections - 35 USC§ 103 
L The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall/not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 4-7, 13-16, 18 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fellegara et al. U.S. Patent 5,845,166 in view of Yamakawa et al. U.S. Patent 6,217,515 
and Yamamoto et al. U.S. Patent 6,683,650. 

Referring to claim 1, the Fellegara reference discloses in Figures 6-7, 14 and 19, a 
method for managing electronic images, said method comprising: capturing a first plurality 
of electronic images in a camera (e.g., digital images corresponding to images captured on 
the first photographic film in the hybrid image capture mode, see Col. 9, lines 65-67); filling 
memory in said camera to capacity with said first plurality of electronic images (image 
storage section 127 of the flash memory 126, see Col. 13, lines 17-31); capturing a second 
plurality of electronic images in said camera (digital images corresponding to images 
captured on the second photographic film in the hybrid image capture mode), following said 

filling; selectively assigning individual electronic images to the album image storage section 

s 

(125) of the memory 126 (See Col. 16, lines 23-30); during said capture of said second 
plurality of electronic images, replacing the images in the image storage section (127) of the 
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memory (126); retaining the images in the album image section (125) (See Col. 13, lines 27- 
3 1) during said replacing, downloading together the tagged electronic images (e.g., the 
digital images captured in hybrid mode has the frame number tag of a corresponding 
photographic file images, see Col. 15, lines 56-59) and said untagged electronic images (e.g., 
the digital images captured in digital capture mode and stored on the memory without a 
frame number tag) to provide a set of downloaded images external to said camera as shown 
in Figure 19 (See Col. 19, lines 8-39); and retaining said tags in said downloaded images 
corresponding to said tagged electronic images (e.g., the download album images always 
include an ID file which contains tag, and image information file and an image data field as 
shown in Figure 14). However, the reference does not explicitly show using the tags to 
selectively mark the interested images for retaining purpose in the memory and only 
overwriting the untagged (uninterested) images in the memory on a first in-first out basis 
instead that storing the interested images in the album section. 

The Yamakawa reference discloses in Figure 3, an electronic image memory (cine 
memory 4) for storing a plurality of image data sets, and storing a plurality of the newest 
image data sets by overwriting the stored oldest image with the newest images (e.g., first in 
first out overwriting method, see Col. 3, lines 40-43); and the image memories tagged v^th 
marks are skipped are not overwritten (See Col. 4, lines 1 1-22). The Yamakawa reference is 
evidence that one of ordinary skill in the art at the time to see more advantages that the 
electronic images system using the tags to retain some particular images in the memory for 
future review without overwriting by other newest images when the maximum capacity of 
image memory is reached, also the system do not need to require a additional space in the 
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memory for storing these particular images. For that reason, it would have been obvious to 
the system using the tags to selectively mark the interested images for retaining purpose in 
the memory and only overwriting the untagged (uninterested) images in the memory on a 
first in-first out basis disclosed by Fellegara. 

The Fellegara reference does not explicitly show the camera system can selectively 
terminate tagged images as untagged images, the terminating being independent of said 
capturing. 

The Yamamoto reference discloses in Figures 4-5, the digital camera can selectively 
assign a tag to the image on the display with a key mark for protecting the image, and the 
image will not be erased (see Col, 4, lines 37-40); the camera operator also can select a 
protect mode and terminate (the protection is cancelled) the tag (key mark) fi-om the image 
independently (See Col. 4, lines 46-53). The Yamamoto reference is evidence that one of 
ordinary skill in the art at the time to see more advantages that the camera system has more 
flexible option to assign or terminate the tag fi-om the image so that camera operator can 
easily decide to retain or erase the image data in the camera in any time. For that reason, it 
would have been obvious to the camera system can selectively terminating tagged images as 
untagged images independent of said capturing disclosed by Fellegara. 

Referring to claim 4, the Fellegara reference discloses capturing latent images on 
photographic film (See Col. 6, lines 1-28). 

Referring to claim 5, the Fellegara reference discloses capturing of said electronic images 
(e.g., in hybrid capture mode), capturing corresponding first and second pluralities of latent 
images on photographic film (see Col. 9, lines 65-67 and Col. 10, lines 1-7). 
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Referring to claim 6, the Fellegara reference discloses in hybrid image capture or film 
capture mode, loading a first film unit into said camera prior to said first capturing step and 
replacing said first film unit with a second film unit during said first capturing step, (e.g., 
new film cartridge can be loaded in the film transport unit when last film is rewound into the 
cartridge, see Col. 9, lines 62-67 and Col. 10, lines 1-6). 

Referring to claim 7, the Fellegara, Yamakawa and Yamamoto references disclose all 
subject matter as discussed with respected to same comment as with claim 1, and the 
Fellegara reference discloses wherein said second plurality is less than said first plurality 
(e g, the Fellegara reference shows the film transport unit 60 has various sensors, including a 
film perforation sensor and cartridge sensors to provide information regarding the type of the 
film cartridge, this will be considered as the camera system can take any type of the film 
cartridge which has different frame number. Inherently, second plurality of electronic images 
corresponding with the photographic images in the second film cartridge could be less than 
the first plurality of electronic images corresponding with the photographic images in the 
first film cartridge) prior to said terminating (e.g., as discussed in claim 1, theYamamoto 
reference shows the user can camera operator can easily to retain or erase the selected image 
data in the camera in any time, so it would obvious that Fellegara camera system can load the 
second cartridge film and capture a plurality second plurality of electronic images prior to 
said terminating). 

Referring to claim 13, the Fellegara, Yamakawa and Yamamoto references disclose all 
subject matter as discussed with respected to same comment as with claim 1 
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Referring to claim 14, the Fellegara, Yamakawa and Yamamoto references disclose all 
subject matter as discussed with respected to same comment as with claim 4. 

Referring to claim 15, the Fellegara, Yamakawa and Yamamoto references disclose all 
subject matter as discussed with respected to same comment as with claim 5. 

Referring to claim 16, the Fellegara, Yamakawa and Yamamoto references disclose all 
subject matter as discussed with respected to same comment as with claims 1, and the 
Fellegara reference discloses in Figure 6, a hybrid electronic-film camera for use with 
photographic film units (14), said camera comprising: a body (10, in Figure 1); an electronic 
capture unit disposed in said body, said electronic capture unit (16) capturing a sequence of 
electronic images; memory (126) disposed in said body in operative relation to said 
electronic capture unit, said memory storing said electronic images, said memory having a 
predetermined storage capacity as shown in Figure 7 (See, Col. 3, lines 44-61 and Col. 13, 
lines 16-31). 

Referring to claim 18, the Fellegara reference discloses a film capture unit (14) capable 
of selectively capturing a plurality of latent images on said film (See Col. 5, lines 6-20). 

Referring to claim 20, the Yamamoto reference discloses wherein said tag selector 
selectively untags individual ones of said tags (e.g., in protect mode, see Col. 4; lines 46-58). 

3. Claim 2, 8-12 and 17 rejected under 35 U.S.C. 103(a) as being unpatentable over Fellegara et 
al. U.S. Patent 5,845,166 in view of Yamakawa et al. U.S. Patent 6,217,515, Yamamoto et al: 
U.S. Patent 6,683,650 and Kuno U.S. Patent 6,567,121. 
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Referring to claim 2, the Feilegara, Yamakawa and Yamamoto references disclose all 
subject matter as discussed in respected claim 1, except the references do not explicitly show 
the camera system also be able to terminate said tags of said tagged images in said memory 
responsive to said downloading. 

The Kuno reference discloses in Figure 1, a camera system including a storage device 
(6); the images data are stored in the storage device (6) with a tag (e.g., client registration 
information), when the storage capacity of each client is about to be exceed, the images are 
downloaded to the client; the client user may select images to be. erased, and the server may 
erase the selected images (e.g., this can be considered as the storage device is responsive to 
the downloading to terminate the tagged image for erasing, see Col. 4, lines 59-67 and Col. 5, 
lines 1-5). The Yamamoto reference is evidence that one of ordinary skill in the art at the 
time to see more advantages that the camera system can terminate the tagged images 
responsive to the downloading so that user can remotely decide which images should be 
erased or overwriting in the memory. For that reason, it would have been obvious to the 
camera system also be able to terminate said tags of said tagged images in said memory 
responsive to said downloading disclosed by Fellegara. 

Referring to claim 8, the Fellegara, Yamakawa, Yamamoto and Kuno references disclose 
all subject matter as discussed with respected to same comment as with claims 1-2 and 4. 

Referring to claim 9, the Fellegara reference discloses wherein said capturing of each of 
said latent images is concurrent with said capturing of a respective one of said electronic 
images in hybrid capture mode (See Col. 9, lines 65-67, Col. 10, lines 1-5). 
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Referring to claim 10, the Fellegara reference discloses wherein each of said electronic 
images corresponds to one of said latent images (See Col. 15, lines 55-60). 

Referring to claim 1 1, the Fellegara reference discloses wherein said latent images are 
captured in a plurality of film units and said method further comprises sequentially loading a 
plurality of film units into said camera (e.g., new film cartridge can be loaded in the film 
transport unit when last film is rewound into the cartridge, see Col. 9, lines 62-67 and Col. 
10, lines 1-6). 

Referring to claim 12, as discussed in claim 1, the Yamamoto reference discloses that the 
camera system has more flexible option to assign or terminate the tag fi-om the image, and 
the camera operator can easily decide to retain or erase the image data in the camera in any 
time (this can be considered as terminating on or more of said tags prior to downloading 
inherently). 

Referring to claim 17, the Fellegara, Yamakawa, Yamamoto and Kuno references 
disclose all subject matter as discussed with respected to same comment as with claims 1-2 
and 16. 

4. Claims 3 and 19 rejected under 35 U.S.C. 103(a) as being unpatentable over Fellegara et al. 
U.S. Patent 5,845J66 in view of Yamakawa et al. U.S. Patent 6,217,515, Yamamoto et al 
U.S. Patent 6,683,650 and Theimer U.S. Patent 6,526,486. 

Referring to claim 3, the Fellegara, Yamakawa and Yamamoto references disclose all 
subject matter as discussed in respected claim 1, except the references do not explicitly show 
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the retaining is for a predetermined time interval and said terminating is at the expiration of 
said time interval and the terminating is at the expiration of said time interval 

The Theimer reference discloses in Figures 3 and 4, a video camera system (including 
video camera 20, see Col. 5, lines 24-32) has a memory management method in which 
lifetimes (predetermined time intervals) are assigned to message (data) which are to be 
written into a memory, when the memory is full and further messages arrive thos stored 
messages whose period of activation has expired the longest are cleared (terminated) as in 
Figure 4 (See Col 6, lines 22-37). The Theirmer reference is evidence that one of ordinary 
skill in the art at the time to see more advantages that the camera system can assign a 
predetermined time interval (lifetime) to retain the selected image data in the memory so that 
only the image data out lived their usefulness are candidates for removal and no activated 
data will be lost. For that reason, it would have been obvious to the camera system including 
means retaining is for a predetermined time interval and said terminating is at the expiration 
of said time interval and the terminating is at the expiration of said time interval disclosed by 
Fellegara. 

Referring to claim 19, the Fellegara, Yamakawa, Yamamoto and Theimer references 
disclose all subject matter as discussed with respected to same conmient as with claim 3. 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine 

grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman^ 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); InreLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); 
In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 
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164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 

1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used 
to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent is shown to be commonly owned with 
this application. See 37 CFR LI 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiiUy comply with 37 
CFR 3.73(b). 

6. Claims 1-2, 5-6, 8, 13 and 16 of copending Application No. 10/022,491 (Hereinafter referred 
to as '491) provisionally rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1, 4-7 and 10 (Application No. 
09/946,051, hereinafter referred to as '051) in view of Fellegara et al. U.S. Patent 5,845,166. 

This is a provisional obviousness-type double patenting rejection. It is critical that 
patents issuing fi*om these applications be commonly owned to avoid potential licensees from 
owing license fees to two different parties. 

Relative to claims 1, 6, 7 and 10 of '051 with claims 1, 2, 8, 13 and 16 of '491, the most 
limitations of claims are same as each other, such as selectively assigning individual tags to 
one or more of said electronic images to define tagged images having said tags and untagged 
images lacking said tags, etc.; except the claims 1-2, 8 and 13 of '491 does not explicitly 
state downloading together the tagged and untagged images to provide a set of download 
images external to camera. 

Both claims are not distinct from each other, the Fellegara reference discloses in Figures 
6-7, 14 and 19, downloading together the tagged electronic images (e.g., the digital images 
captured in hybrid mode has the frame number tag of a corresponding photographic file 
images, see Col. 15, lines 56-59) and said untagged electronic images (e.g., the digital images 
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captured in digital capture mode and stored on the memory without a frame number tag) to 
provide a set of downloaded images external to said camera as shown in Figure 19 (See CoL 
19, lines 8-39). The Fellegara reference also sets forth motivation to downloading the images 
data to the external host computer from the camera, because the advantage of the host 
computer can perform more advanced image processing and making image easier to view on 
the larger display than camera (see Col. 19, lines 54-67 and Col. 20, lines 1-5). For that 
reason, it would have been obvious to the camera system also be able to download together 
the tagged and untagged images to provide a set of download images external to camera 
disclosed by '491. 

Referring to claims 4-5 of '051 and claims 5-6 of '491 are the same invention. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Lin Ye whose telephone number is (703) 305-3250. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Andrew 
Christensen can be reached on (703) 308-9644. 

Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks 
Washington, DC. 20231 
Or faxed to: 

(703)872-9306 
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Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal drive, 
Arlington, VA., Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Technology Center 2600 Customer Service Office 
whose telephone number is (703) 306-0377. 




ANDREW CHRISTEMSEN 
SUPERVISORY PATENT EXAMINER 
Lin Ye TECHNOLOGY CENTER 2600 

September 30, 2004 



